Mar-10-04 12:23pm From-REED SMITH LLP 

ReedSmith 



215-851-1419 



T-853 P. 001 



F-051 



TO 



Examiner Vickie Y. Kim 



FROM Maryellen Feehery 



RECEIVED 

OENTftAL FAX CENTER 

MAR 1-0 2004 



Company US, Patent & Trademark Oflice 


Phone 


215-851-7988 










Fax 703-872-9306 


Fax 


215-851-1420 


n 




c 


r 


Phone 


Date 


March 10, 2004 






J 





Total Number of Pages Including Cover Page 44 

Original will follow via: □ Regular Mail □ Overnight Delivery □ Messenger gj None 
COMES TO: 



Name 


Company 


Fax 


Time Sent 








/ 








/ 








/ 








/ 








/ 



NOTES: 

U.S. Serial No.; 09/864,083, Filed May 23, 2001 
Inventors: Wortzman, et aL 

Title: COMPOSITIONS FOR THE TREATMENT OF PIGMENTATION DISORDERS AND METHODS 
FOR THEIR MANUFACTURE 
Attorney Docket.: 01^40076-US 

Enclosures 

Notice of Appeal with Certificate of Facsmile Transmission 3/1 0/04 (2 pages) 



If you do not receive all of the pages, please call Jul! Fillmore at 215-851-8231 
Please Transmit Before: 0*0 Oil a.m, D12 D1 E|3 



Client Number: 
Transmission Time: 
Operator 



S48966 



• Matter Numbcn 20128 
ajnJp.m. Finish Time; 



□5 06 07 D8pm 

; Artorrtey Number: 1711 . 



PLEASE NOTE: The inrormatio/i combined in tnis racaimne ntosago may be privileged snc confidential, and ir> intended only to 1 ihe we of Lfto lrasvidual(sj or entity named ab^vou^w 
nas Been speofiofiy ?utrwnzed to revive it, ff itie reader Js rwi the intended recipient, you are hereby notified mat any fflBsefrtnotinn, disvtbulloft or copying gr this communication ts 
?tdctty prohibit&d. If you fmve racefvad this communication in sow, p*«.--c notify us Immediately by telepfiorte urttf n$vm all pa£C3 to the 5 dress shown betow. Thank you. 



2500 One Liberty Place 
1650 Market Street 
Philadelphia, PA 19103-7301 
215.951.8100 
Fax 215.85 1.1420 



Delaware 
New Jersey 
New York 
Pennsylvania 
United Kingdom 
Virginia 
Washington, DC 



f'»lUtIH)475SS 1 .01 -Mf KHEftY 



reedsmith.com 



PAGE 1(44 * RCVD AT 3/1012004 12:27:23 PWI [Eastern Standard Tim«]* SVR:USPT0€FXRF-1/1 * DNIS:8729305 * CS1D:215 851 1419 * DURATION (mm-ss):28-26 



Mar-10-04 12:23pm From-REED SMITH LLP 



215-851-1419 



T-853 P 002 F-051 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 
Wortzman, Gordon, Gans, Patel 

Serial No.: 09/864,083 

Filed: May 23, 2001 

Attorney Docket No,: 01-40076-US 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



APPLICANT'S INTERVIEW SUMMARY 

Sir: 

Applicant hereby submits this Interview Summary regarding the interview with Examiner 
Kim, and Applicant's attorneys Maryeiien Feehery and Edward Behm on February 24, 2004. 

Claims 1 -23 and the cited references (Gordon U.S. Patent No. 5,932,612 "Gordon" and 
Lukenbach U.S. Patent No. 5,980,871 "Lukenbach") were discussed. The Declaration by Philip 
J. Gordon, filed on October 23, 2003, was also discussed. 

Applicant's attorneys clarified for the Examiner that Benjamin Gordon, the inventor of 
U.S. Patent No. 5,932,612, is not Philip J. Gordon, an inventor of the present invention. 

Applicant's attorneys pointed out that neither Lukenbach nor Gordon addresses problems 
solved by the present invention, including the discoloring and/or oxidation of the composition, 
nor teaches the advantages of the present invention. Applicant submits that the stability of 
Applicant's composition is a result unexpected by those skilled in the art. Applicant respectfully 
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submits Lukenbach in conjunction with Gordon, fails to teach a cosmetically acceptable, stable 
combination of hydroquinone and a cationic salt of acidic ascorbyl esters having a pH of about 
5.5 to about 8.0, a problem addressed by the present invention. Applicant's attorneys called the 
Examiner's attention to the Declaration by Philip J. Gordon, filed October 23, 2003, a named 
inventor, which pointed out that in actual preparation of Lukenbach's Example compositions, 
one containing magnesium ascorbyl phosphate and one containing hydroquinone., both at a pH of 
7.5, there is discoloration. Neither Lukenbach Example was stable. Given that the experimental 
data presented in the Gordon Declaration showed that Lukenbach' s Examples were unstable at 
7.5 pH, Applicant's attorneys argued that one of ordinary skill in the art would not expect a 
composition with both active ingredients, hydroquinone and magnesium ascorbyl phosphate (a 
cationic salt of acidic ascorbyl esters), at 7.5 pH to be stable. Further, Applicant even provided 
three examples of U.S. patents (attached as Exhibit A hereto) which teach that compositions 
containing less than four percent (4%) hydroquinone (as permitted by the Food and Drug 
Administration) are stably prepared in a pH range of 33 - 4.0. See, e.& } United States Patent 
No- 5,889,054, column 7, lines 54-56 and column 13, lines 19-21. Additionally, Gordon does 
not teach a pH for the compositions. From the Lukenbach examples and the pH known for 
hydroquinone stable compositions (see Applicant's Exhibit A), one of ordinary skill in the art 
would never try to prepare Gordon at Applicant's specified pH range. 

The Examiner was reminded that she has failed to provide express support for her 
assertion that one of ordinary skill in the art would prepare Gordon's compositions in Applicant's 
claimed pH range. (See Paper 1 5, page #3). Applicant's attorneys again requested that the 
Examiner support this position with documentary evidence or her own sworn declaration, as is 
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required by 37 C.F.R. § 1 .104(d)(2). At the interview, the Examiner declined to do so, and 
indicated that such evidence or declaration would not be provided. 

Examiner Kim proposed that the claims be amended to include "method claims." 
Additionally, the Examiner proposed that the claims be amended to claim a buffer or buffer 
system consistent with the claimed pH range. 

Applicant does not believe any fee is required for this Interview Summary, however, i 
the event any fee is required, the Commissioner is authorized to charge Deposit Account No. 
18-0586. 
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